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Detailed Action 

Disposition of the Instant Application 

This Office action is responsive to Applicant's Amendment filed on 1 7 February 2004. 
• By this amendment, Applicant has amended claim 1. 

Claims 1-22, 30, and 3 1 presently are pending in the instant application. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by me manner in which the invention was made. 

1. Claims 1-11, 14-19, 21, 22, 30, and 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Woodard et al. (6,034,813) in view of Lipp (3,907,727). 

With regard to claim 1, Woodard- et al. disclose (see Figs. 5, 8, & 9) the invention as 
claimed— [a] solar-control film comprising: 

a) an adhesive layer (42: col. 5, 11. 13-21) for adhering said solar control film to a 
substrate (id, 40); . 

b) one or two metallized layers (see 50 in Fig. 5; 50 & 58 in Fig. 8; and 50 & 80 in 
Fig. 9); and . 

c) a scratch-resistant layer (hardcoat 54 in Figs. 5, '8, & 9), wherein the one or two 
(one, in this case) said metallized layer is between said adhesive layer (42) for adhering to a 
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substrate and said scratch-resistant layer (see hardcoat 54 in Figs. 5, 8, & 9)~ EXCEPT FOR an 
additional teaching wherein said scratch-resistant layer contains dispersed carbon black particles. 

Lipp, however, provides an explicit teaching of preparing acrylate sheets containing, 
dispersed carbon black particles (see col. 1, 11. 12-22), it being noted that such acrylate sheets can 
reasonably be viewed as satisfying Applicants' scratch-resistant layer recitation. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made to have 
modified the hardcoat (read: scratch-resistant) layer of Woodard et al. such that it further, 
comprise dispersed carbon black particles, motivated by the explicit teaching by Lipp of 
dispersing carbon black in acrylate sheets, for at least the purpose of minimizing haze. 

With regard to claim 2, the combination explicitly teaches wherein said adhesive layer 
comprises a pressure-sensitive adhesive (viz., PSA 42: col 5, 11. 1 5-17). 
— With-regTO^t^laim^3rApplicants concede that other types of adhesives are well- 
known in the art (see p ; 9, 11. 1-3 of the Specification), and thus the use of any such art- 
recognized equivalent adhesive(s) (e.g., a dry adhesive) would certainly have been obvious to 
one having ordinary skill in the art at the'time the invention was made. * 
With regard to claim 4, releasable liners are notoriously old and well-known in the solar 
control film prior art (recall releasable liner 42 in Fig. 1 of Maschwitz et al., asserted in the 
previous Office Action; also see col. 7, 11. 10-12 therein), and such would have been an obvious 
design choice to one having ordinary skill in the art at the time the invention' was made. 

With regard to claim 5, the combination further discloses wherein said metallized layer 
is comprised of aluminum (Woodard et al., col. 6, 11. 31-45) deposited on a polymeric substrate 
(viz., PET 52: col. 6, 11. 50-53). 

With regard to claim 6, the combination further 1 discloses wherein said polymeric 
substrate comprises polyethylene terephthalate (PET: see, e.g., col. 5, 11. 30-32). 
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With regard to claims 7 & 8, the combination discloses wherein said scratch-resistant 
layer respectively comprises from about 1 to about 10 % or from about 2 to about 3 % by weight 
of said carbon black particles, See Lipp: col. 2, 11. 32-37. 

With regard claims 9 & 10, the combination discloses the claimed invention as set forth 
above EXCEPT FOR an explicit teaching wherein the carbon black particles have an average 
particle size in the range of from about 0.2 to about 5.0 microns or from about 0.2 to about 0.5 
microns. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have fabricated the solar control film; of the combination such that its 
carbon black particles have an average particle size in thWecited" ranges', 'fofaf least the purpose 
of achieving a desired optical performance, since it has been held that where- the general 
conditions of a claim are disclosed in the prior art, discovering the optimum or workable ranges 
-involvesonly routine-skil^ 233. ~ : ~ 



With regard to claim 11, the combination expressly discloses wherein said scratch- 
resistant layer (read: hardcoat) comprises acrylic resin. See Woodard: col, 6, 11. 60-62. 

With regard to claims 14 & 15, the combination discloses the claimed invention as set 
forth above, including wherein said scratch-resistant layer has a thickness from 1 nm to 20 pun 
(See Woodard et al.: col. 6, 11. 63-64) EXCEPT FOR explicit teachings wherein said scratch- 
resistant layer has, respectively, a thickness in the range of from about 0.5 to 3.0 microns or in 
the range of from about 0,8 to about 1.8 microns (the later range arguably being encompassed by 
the "...thickness from 1 nm to 20 m " teaching by the combination). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to have 
fashioned said scratch-resistant layer of the solar control film of the combination such that it 
have a thickness in the range of about 0.5 to about 3.0 microns or in the range of from about 0.8 
to about 1.8 microns-the lower limit (i.e., a thickness of about 0.5 microns)- of the first range 
being explicitly taught by the combination and the upper limit (i.e., about 3.0 microns) being 
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within a factor of 2 of the teaching by the combination of a thickness of same being about 1.5 
microns; and the second range being, as set forth above, arguably met by the combination-for at 
least the purpose of providing adequate scratch resistance, since it has bee been held that where 
the general conditions of a claim are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art. In reAller, \05 USPQ 233. 

With regard to claim 16, the combination discloses wherein said solar control film has 
both a visible light transmittance of from about 10% to about 80% (Woodard et al.: col. 9, 11. 1- 
67— col. 1 0, 11. 1 - 1 3) and a visible light reflection of from about 0% to about 8% (id.). 

With regard to claim 17, the combination discloses wherein said solar control film has a 
haze of less than about 7%. See Lipp: col. 5, 11. 38-40; col. 6, 11. 58-59 (i.e., claim 10). 

With regard to claims 18 & 19, the combination discloses wherein said solar control 
film-of-claim-l-further comprises a polyme^icTilrrrbetween the adhesive layer (42) and the 
metallized layer (50): namely, layers 44 & 52 in Woodard et al., polyethylene ethylene r 
terephthalate being a well-known polymeric material. 

With regard to claim 21, the combination discloses a plurality (read: two or more) of 
metallized layers. (See metallic layers 50 & 58 in Fig. 8, and 50 & 80 in Fig. 9). 

With regard to claim 22, the combination explicitly discloses wherein a polymeric film 
(PET) is located between adjacent metallized layers (see Fig. 9 in Woodard et al.). 

With regard to claims 30 and 31, please refer to the rejection of relevant subject matter 
set forth hereinbefore. 

2. Claims 12 & 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Woodard et al. (6,034,813) in view of Lipp (3,907,727), as applied above to claim 1, and 
further in view of Dohler et al. (4,978,726). 

The combination discloses the claimed invention as set forth above EXCEPT FOR an 
explicit teaching wherein said acrylic resin is respectively prepared from a mixture of 
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pentaerythritol triacrylate ester and pentaerythritol tetraacrylate ester or a mixture of 
pentaerythritol tetraacrylate ester, pentaerythritol triacrylate ester, and an acrylated epoxy 
compound; Dohler et al., however, disclose the preparation of acrylic resin from pentaerythritol 
esters-specifically pentaerythritol triacrylate and pentaerythritolmethacrylate-such esters, in 
addition to acrylated epoxy compounds, being well-known in the prior art. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to have 
prepared the acrylic resin of the scratch-resistant layer of the solar control film of the 
combination from the above-recited mixtures, the critically of one or the other over each other 
not having been disclosed, for at least the purpose of achieving a desired robustness in said 
scratch-resistant layer. 

3. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Woodard et 
alr(67034,813riiTwewof Lipp(37907,727), as applied above to, inter alia, claims 1, 18, and 
19, and further in view of Ojeda (6,120,901). 

The combination discloses the claimed invention as set forth above EXCEPT FOR an 
explicit teaching wherein said polymeric film includes an ultraviolet absorbent. Ojeda, however, 
provides an explicit teaching wherein a polymeric film includes an ultraviolet absorbent. See, 
e.g., col. 1, 11. 63-67. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to have modified the solar control film of the combination such that 
its polymeric film(s) include an ultraviolet absorbent, as explicitly taught by Ojeda, for at least 
the purpose of forestalling degradation of said solar control film over- time as a result of the 
photooxidation of same by UV light. 

Response to Arguments 

4. Applicants' arguments with respect to the claims have been considered, but they have not 
been found to be persuasive. 
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Applicants initially argue that "[njeither Woodard et al, taken alone, or in combination 
with Lipp, disclose or suggest the features required by the presently claimed invention." For the 
reasons set forth in detail below, the Examiner respectfully disagrees. 

As previously conceded by the Examiner and presently noted by Applicants, Woodard et 
al. do not in fact disclose a teaching wherein scratch-resistant layer 54' (in Figs. 5, 8, & 9) of its 
solar control film contains carbon black particles. As set forth in the previous Office Action, 
however, the Lipp reference was relied upon to meet this teaching. In response, however, 
Applicants' have asserted that Lipp, the secondary reference relied upon by the Examiner for 
disclosing this feature; "...makes no mention of dispersing carbon black in a scratch resistant 
layer of a composite solar control film that includes one or two metallized layers and an adhesive 
-layer:"-This-lineof argumemiilfimat^ly is unavailing, however, because the Lipp reference need 
not explicitly disclose any additional structural elements beyond that of a scratch-resistant layer 
in which carbon black particles have been dispersed. 

More specifically, the Lipp reference was not relied upon for a teaching of dispersing 
carbon black in a scratch resistant layer of a composite sol ar control m m that m**- — 
or two metallized layers and an adhesive, lover , but instead solely for its teaching of a scratch- 
resistant layer in which carbon black particles had been dispersed, because the 
"...composite solar control film that includes one or two metallized layers and an adhesive 
layer... " structural limitations had already been met by the disclosure of same by the primary 
Woodard et al. reference. Indeed, Lipp was relied upon solely for its teaching of an acrylate 
plastic hardcoat (read: scratch-resistant) layer in which carbon black particles had been 
dispersed. Moreover, the very fact that Lipp was used as a secondary reference in an 
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obviousness-type (i.e., a 35 U.S.C.§ 103(a)) rejection-as opposed to its having been .used as the 
sole reference in an lack of novelty-type (i.e., 35 U.S.C. §102) rejection-was meant to signal 
the fact that Lipp was not being relied upon, to teach each and every element of the instant 
invention. 

Still more specifically, the Examiner's reliance upon the above-recited teaching by the 
secondary reference, Lipp, of a scratch-resistant layer in which carbon black particles are 
dispersed is entirely consistent, with the general goal of obviousness-type rejections: the reliance 
upon analogous teachings by prior art references other than the primary reference to meet 
limitations recited in the claims of an instant application that could not be met by relying upon a 
single prior art reference. 

- Applicants'-fufther assert thatthere was absolutely no motivation to include the feature of 

dispersing carbon black into the hardcoat layer of Woodard et al., and that the complex solar 
control film in Woodward et al. already addressed the problem of light transmittance, having 
resolved its problem [sic] through a complex composite of layers. In addition, Applicants assert 
that Woodard et al. disclose wherein a hard coat layer is described as not being critical to the 
invention. Each of these assertions will now be addressed in turn. 

Lipp discloses that its acrylate sheet tinted with carbon black (read: scratch-resistant 
hardcoat layer in which carbon black particles have been dispersed) provides a sheet that is 
optically transparent and free of haze. See abstract. The Examiner contends that it was in no 
way inconsistent with Woodard et al.'s overall teaching of controlling visible light transmission 
(see Abstract) to replace the hardcoat layer taught in the solar control film of Woodard et al. with 

that of the acrylate hardcoat sheet tinted with carbon black taught by Lipp. After all, Lipp 
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discloses wherein its acrylate hardcoat sheet is optically transparent and substantially free of 
haze, and Woodard et al. expressly discloses wherein its hardcoat layer can be "...any one of 
known materials, such as silica-based hardcoats, siloxane hardcoats, melamine hardcoats, acrylic 
hardcoats, and the like." Col. 6, 11. 60-62 {emphasis added). And the fact that Woodard et al. 
disclose wherein said hard coat is not critical to the invention should not be interpreted as 
foreclosing the utilization, if so desired, of a hardcoat layer. 

With regard to Applicants' assertion, with respect to independent claim 39, that neither 
Woodard et al. nor Lipp disclose the feature of a solar control film having a visible light 
transmittance of about 10% to about 80%, a visible light reflection of about 0% to about 8%, and 
a haze of less than about 7%, Applicants are respectfully directed to Fig. 10 in Woodard et al., 
^ffid t^the^teacliing^bjrLipp wherein said acrylate hardcoat sheet taught therein- being 
substantially free of haze (it being noted that Woodard et al. is silent with respect to haze values). 

Conclusion 

5. Applicants' amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicants are reminded of the extension of time policy as set forth in 37 CFR 1.136(a). A 
shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the 
mailing date of this final action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory period will expire on 
the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
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calculated from the mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the date of this final action. 



Contact Information 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Craig Curtis, whose telephone number is (571) 272-231 1. The 
centralized facsimile phone number for the USPTO is (703) 872-9306. 

Any inquiry of a general nature regarding the status of this application should be directed 
to the Group receptionist, whose telephone number is (703) 308-0956. 
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